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Continued Examination Under 37 CFR 1. 1 14 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 8-20-10 
has been entered. 

Election/Restrictions 

Group 1, claims 1-7, have been examined. 

Elected amine compound (A), tetramethylammonium acetate, has been 
examined. 

Elected amine compound (B), N,N-dimethyldodecylamine, has been examined. 
Elected amine compound (C), 1 ,2-dimethylimidazole, has been examined. 

Claim Rejections - 35 USC § 1 12 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 17 & 19 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Applicants' originally filed supporting 
disclosure lacks support for the ranges of weight ratio values now claimed. The limited 
disclosure of values associated with the now defined range of values for specific 
compositions within the ranges of materials encompassed by the scope of applicants' 
claims are insufficient in supporting the invention now defined by this claim. This is a 
new matter rejection. 

Applicants' arguments have been considered. However, rejection is 
maintained. It is maintained that support indicated from the examples does not provide 
support for the invention as now claimed. The values from the examples that applicants 
are looking to for support of the ranges of values now claimed are directed towards 
particular selections of (A) & (B) and (A) & (C), respectively, in a very specifically 
formulated solution of solvent/diluent. Though, generally, one may say that since (A) & 
(B) and (A) & (C), respectively, are disclosed generically in term of amount, they, 
therefore, have support for any amount, it is not seen or agreed that such is the case in 
the instant situation. Applicants' supporting disclosure does not satisfy the fundamental 
factual inquiry of whether the specification conveys with reasonable clarity to those 
skilled in the art that, as of the filing date sought, applicant was in possession of the 
invention as now claimed. (See, e.g., Vas-Cath, Inc., 935 F.2d at 1563-64, 19 USPQ2d 
at 1 1 ). Applicants are carving a range of values for the overall combinations defined by 
their claims from a selection of examples involving particularly amounts of particular 
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compounds contained in solvent/diluents in particularly formulated volumetric ratios. It 
is not seen or agreed that these particularly formulated arrangements of the 
specification provide support for these new limitations to claim 17 & 19. These 
particularly formulated arrangements of the specification are lacking in description of an 
original possession of the ranges of amounts along with the associated ranges of 
compound dissolution degrees now claimed. 

With respect to changing numerical range limitations, the analysis must take into 
account which ranges one skilled in the art would consider inherently supported by the 
discussion in the original disclosure. In the decision in In re Wertheim, 541 F.2d 257, 
191 USPQ 90(CCPA 1976), the ranges described in the original specification included a 
range of "25%- 60%" and specific examples of "36%" and "50%." A corresponding new 
claim limitation to "at least 35%" did not meet the description requirement because the 
phrase "at least" had no upper limit and caused the claim to read literally on 
embodiments outside the "25% to 60%" range, however a limitation to "between 35% 
and 60%" did meet the description requirement. In the instant case, the originally filed 
supporting disclosure does not even provide an original range of values from which the 
new ranges of values of the claims are derived. Moreover, the originally filed supporting 
disclosure provides no guidance to the ordinary practitioner in regards to the additional 
factor of solvent/diluent inclusion along with the compounds in question. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 5, 6,18,1 9, 22 and 23 are rejected under 35 U.S.C. 1 1 2, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The new wording of the claims raise issues of indefiniteness as to whether at 
least one from each of the groups of compounds are required to meet the requirements 
of the claims, or if just at least one from (A) and (C) are required to meet the claims. 

Claim 5 needs to be amended in the same manner as claim 1 . 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 , 2, 1 6, 1 7, 20 and 21 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Zama et al. (5, 171 ,787). 

Zama et al. discloses condensation catalyst which may include the elected 
catalysts of applicants' claims (see column 6 lines 19-31). 
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Zama et al. differs from applicants' claims in that selection of more than one of 
the selected catalysts is not required. However, the reference is clear in its disclosure 
of the catalysts and their function of catalyzing condensation reactions, and it has been 
held by the court that "it is prima facie obvious to combine two compositions each of 
which is taught by the prior art to be useful for the same purpose, in order to form a third 
composition to be used for the very same purpose.... [T]he idea of combining them 
flows logically from their having been individually taught in the prior art." In re 
Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980)(M.P.E.P. 2144.06 
I.) and the mere duplication of parts has no patentable significance unless a new or 
unexpected result is produced. (See In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 
1960), as well as, M.P.E.P. 2144.04 VI. B.). Accordingly, it would have been obvious 
for one having ordinary skill in the art to have employed multiple catalysts of Zama et al. 
in the formation of preparations of Zama et al. for the purpose of duplicating their effect 
in order to arrive at the products of applicants' claims with the expectation of success in 
the absence of a showing of new or unexpected results. 

Claims 4-6, 18,19, 22 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Zama et al. as applied to claims 1-3, 16 and 17 above, and further in 
view of Decker et al. (5,997,954). 

Claims differ in that they do not employ the elected compound (C) of applicants' 
claims. However, Decker et al. discloses 1 ,2-dimethylimidazole to be a well known 
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condensation catalyst (column 6 lines 45-53). Accordingly, it would have been obvious 
for one having ordinary skill in the art to have employed the 1 ,2-dimethylimidazole 
condensation catalyst of Decker et al. as a condensation catalyst in the preparations of 
Zama et al. for the purpose of imparting its condensation catalytic effect in order to 
arrive at the products of applicants' claims with the expectation of success in the 
absence of a showing of new or unexpected results. Hereto it applies that "it is prima 
facie obvious to combine two compositions each of which is taught by the prior art to be 
useful for the same purpose, in order to form a third composition to be used for the very 
same purpose.... [T]he idea of combining them flows logically from their having been 
individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 
1069, 1072 (CCPA 1980)(M.P.E.P. 2144.06 I.) and the mere duplication of parts has no 
patentable significance unless a new or unexpected result is produced. (See In re 
Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 1960), as well as, M.P.E.P. 2144.04 VI. 
B.). 

Applicants' arguments concerning the above rejection under 35 USC 103 have 
been considered. However, rejections are maintained. 

The following previous arguments are maintained to be relevant: 

Consideration of applicants' arguments and discussion of results have been 
considered. However, the results discussed do not correlate with the invention that has 
been examined. There are no showings of new or unexpected results identified that 
show unexpected results attributable to the examined combinations of elected Amine 
Compound (A) and elected Amine Compound (B) (tetramethylammonium acetate with 
N,N-dimethyldodecylamine) or combinations of elected Amine Compound (A), elected 



Application/Control Number: 10/573,705 
Art Unit: 1765 



Page 8 



Amine Compound (B) & elected amine compound (C) (tetramethylammonium acetate 
with N,N-dimethyldodecylamine & 1 ,2-dimethylimidazole). Further, regarding results, it 
is seen that comparisons would need to show comparative showings demonstrating 
new or unexpected results attributable to combinations of (A) and (B) representative of 
the ratios of amounts of (A) and (B) encompassed by the claims as they currently stand. 
Similarly, for claims including (A), (B) and (C), comparatives would need to show 
criticality associated the combination of the three components, and such a showing 
would need to be commensurate in scope with the range of ratios of amounts 
encompassed by the claims. 

There are currently no showings of record demonstrating criticality for the elected 
combination of (A) & (B), for the elected combination of (A),(B), and (C), or, 
correspondingly, for the ranges of ratios of amount values of the respective elected 
components encompassed by the claims. 

Further, the results of record can not be correlated to the combinations of record 
because it has not been established on the record by applicants that the individual 
species of each of Amine Compound (A), (B) & (C), respectively, are obvious variants of 
one another. 

Though the results discussed in applicants' reply may be associated with effects 
that could be seen as new or unexpected, a determination of whether the results are, in 
fact, new or unexpected can not be made because they can not be associated with the 
invention that has been examined and is rejected in the rejections above. 

As to new claims 16-19, these claims identify differing arrangements of species 
which include the elected species addressed above. Accordingly, they are not 
withdrawn. However, they are addressed by the rejections and remarks hereinabove. 
As to the ranges of amount values identified in these new claims, it has long been held 
that where the general conditions of the claims are disclosed in the prior art, discovering 
the optimal or workable ranges involves only routine skill in the art. In re Aller, 1 05 
USPQ 233; In re Reese 1 29 USPQ 402 . Further, a prima facie case of obviousness 
has been held to exist where the proportions of a reference are close enough to those 
of the claims to lead to an expectation of the same properties. Titanium Metals v 
Banner 227 USPQ 773. (see also MPEP 2144.05 I) Similarly, it has been held that 
discovering the optimum value of a result effective variable involves only routine skill in 
the art. In re Boesch, 61 7 F.2d 272,205 USPQ 21 5 (CCPA 1 980). It is held and 
maintained that criticality has not been established for these new ranges of values 
claimed. 



The remarks made in the advisory action dated 7/29/10 are seen to be still 
applicable here: 

Upon closer consider of response and papers of record, applicants' reply is 
insufficient in establishing allowability for the claims as they stand or are proposed. 
While it may be acceptable for applicants to establish that other members of the group 
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are homologs and/or obvious variants of one another, the current evidence of record 
does not make such evident. This position relates also to the position set forth by 
examiner in the 2nd to last paragraph of the final Office action. Applicants' evidence 
and arguments made on reply and in the interview dated 6/3/10 do not address this 
requirement, and it remains that burden is upon applicants to demonstrate that these 
related species are homologues and/or obvious variants of one another. The current 
evidence of record, including the examples, are insufficient in fulfilling applicants' burden 
in that there are no back to back demonstrations of close or obvious variation in critical 
effects associated with the employment of the species of instant concern. It is noted 
here also that burden is upon applicants to demonstrate the other species are 
homologues and/or non-obvious variants for each of the groups of compounds for which 
such allegations are being made. Further, it still remains that a commensurate in scope 
showing of new or unexpected results attributable to differences in the claims has not 
been made even if applicants were to establish that the extended listing of species for 
each of the three groups of compounds were homologues and/or obvious variants of 
one another. 



Applicants' new arguments on reply are unpersuasive. The MPEP 2144.09 & 
2144.08 cites referred to by applicants are concerned with Office expectations 
concerning homologs in establishing a prima facie case of obviousness. The holdings 
in MPEP 2144.09 & 2144.08 are not relevant to the situation of the instant concern. 
From the standpoint of establishing new or unexpected results attributable to the 
elected invention of applicants' claims, it is not acceptable for criticality of the elected 
species to be demonstrated through demonstration of the criticality of another species, 
even if it is a close homolog, unless it is established on the record that they may be 
considered functional equivalents and, accordingly, obvious variants. If and when such 
equivalence is established, then it is seen that reliance on the homolog in question may 
be acceptably utilized in coming forward with a showing of new or unexpected results 
that is commensurate in scope with the scope of the claims as they currently stand. 
Currently, the evidence of record lacks establishing (1.) that tetraethylammonium 
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acetate is functionally equivalent to tetramethylammonium acetate, and, (2.) regardless 



of whether such equivalence is established, a showing of new or unexpected results 



that are commensurate in scope with the scope of the claims as they currently stand. 



Moreover, it is seen that if applicants wish to assert functional equivalence 



between non-elected species of the invention and the currently elected and examined 



species of the invention, then such admission must be made of record. At which point 



examination will be opened to the examination of all species admitted, on the record, to 



be functionally equivalent and obvious variant of one another. 
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